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Dividing Trademark Use 

Jeremy N. Sheff* 

ABSTRACT 

The trademark law of the United States places special emphasis on whether and how a 
trademark is used in commerce. But over the long history of the Lanham Act—including some 
less-than-careful drafting by Congress and some aggressive acts of interpretation by the federal 
courts—the concept of “use” has become complicated and in many ways confused. Two recent 
Supreme Court cases—Jack Daniel’s Properties, Inc. v. VIP Products LLC and Abitron 
Austria GmbH v. Hetronic International, Inc.—reflect and in some ways exacerbate that 
confusion. But the opinions in these cases also expose an interesting property of “use” in 
trademark law that has not been deeply examined in the caselaw or the academic literature. 
That property is that the use of a trademark can be divided among multiple agents with respect 
to a single product or service. The potential for divided use raises issues of secondary 
responsibility that trademark law has never comprehensively addressed. This Article catalogues 
the various notions of “use” in trademark law, shows how Jack Daniel’s and Abitron destabilize 
these notions, and applies principles of secondary responsibility to attempt to reconcile those 
cases with other contentious areas of trademark doctrine under the framework of divided use.  
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INTRODUCTION 

The trademark law of the United States places special emphasis on the use of 
trademarks in affording those marks legal protection and determining the scope of that 
protection. But “use” means many different things and plays many different roles in 
United States trademark law. The mere fact of a plaintiff’s use is a criterion for 
establishing trademark rights;1 the mere fact of a defendant’s use is an element of a claim 
of infringement.2 The manner of a plaintiff’s use can be a barrier to the registration or 
protection of a trademark;3 the manner of a defendant’s use can be a defense to liability.4 
The location of both parties’ use can affect the scope and priority of their rights; the 
location of both parties’ uses may also affect whether either of them can obtain any relief 
in American courts against the other.5 

The complexity and ambiguity of “use” in trademark law have long been a bugbear 
of the scholarly literature. But recently the Supreme Court decided two cases that 
complicate the concept even further. In one case, Jack Daniel’s Properties, Inc. v. VIP 
Products LLC, the Court gave new life to the concept of “trademark use” in cases where 
a defendant’s use of a trademark implicates freedom of expression.6 “When a mark is 
used as a mark,” the Court opined, “the likelihood-of-confusion inquiry does enough 

 
 1. See Lanham Act § 45, codified as amended at 15 U.S.C. § 1127 (defining “trademark” as a symbol 
“used by a person . . . to identify and distinguish his or her goods” and defining “use in commerce” as “the 
bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark.”). 
 2. See Lanham Act § 32(1), 15 U.S.C. § 1114(1) (“Any person who shall, without the consent of the 
registrant . . . use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered 
mark in connection with the sale, offering for sale, distribution, or advertising of any goods or services on 
or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive . . . shall 
be liable in a civil action by the registrant for the remedies hereinafter provided.”); Lanham Act § 43(a)(1), 15 
U.S.C. § 1125(a)(1) (“Any person who . . . uses in commerce any word, term, name, symbol, or device, or any 
combination thereof . . . which . . . is likely to cause confusion, or to cause mistake, or to deceive as to the 
affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, 
or approval of his or her goods, services, or commercial activities by another person . . . shall be liable in a 
civil action by any person who believes that he or she is or is likely to be damaged by such act.”); Lanham Act 
§ 43(c)(1), 15 U.S.C. § 1125(c)(1) (“[T]he owner of a famous mark that is distinctive . . . shall be entitled to an 
injunction against another person who, at any time after the owner’s mark has become famous, commences 
use of a mark or trade name in commerce that is likely to cause dilution by blurring or dilution by tarnishment 
of the famous mark.”). 
 3. See U.S. PATENT & TRADEMARK OFF., TRADEMARK MANUAL OF EXAMINING PROCEDURE 
(“TMEP”) § 1202 (2023) (“In an application under § 1 of the Trademark Act, the examining attorney must 
determine whether the subject matter for which registration is sought is used as a trademark . . . Not 
everything that a party adopts and uses with the intent that it function as a trademark necessarily achieves this 
goal or is legally capable of doing so . . . .”) (emphasis added). 
 4. See, e.g., Lanham Act § 33(b)(4), 15 U.S.C. § 1115(b)(4) (providing a defense against trademark 
infringement liability where the defendant has used the plaintiff’s mark “otherwise than as a mark, . . . fairly 
and in good faith only to describe the goods or services of” the defendant). 
 5. See, e.g., Dawn Donut Co. v. Hart’s Food Stores, Inc., 267 F.2d 358 (2d Cir. 1959). 
 6. Jack Daniel’s Props. v. VIP Prods., 599 U.S. 140 (2023). 
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work to account for the interest in free expression,” making more defendant-friendly 
doctrinal screens (such as the two-part test formulated by the Second Circuit in Rogers 
v. Grimaldi7) unwarranted.8 In the other case, Abitron Austria GmbH v. Hetronic 
International, Inc., the Court held that the Lanham Act’s jurisdictional “use in 
commerce” requirement does not extend liability to foreign conduct with effects on 
commerce in the United States, but rather limits liability to a defendant’s conduct within 
the United States.9 In doing so, the Abitron majority—seemingly without realizing it—
awakened long-festering concerns over whether the Lanham Act’s statutory definition 
of “use in commerce” is relevant to all the various forms of “use” that arise in trademark 
cases (including the “trademark use” that formed the basis of the Court’s opinion in Jack 
Daniel’s). 

The opinion of the Court in Abitron drew two substantial concurring opinions. One, 
by Justice Sotomayor, disagreed about the majority’s application of the Court’s 
extraterritoriality precedents. She would have allowed trademark infringement liability 
to lie against foreign actors who cause consumer confusion in the United States, on 
grounds that the relevant “focus” of the Lanham Act, for purposes of the Court’s test 
for extraterritoriality, is the confusion of American consumers, and that imposing 
liability to redress that harm is a permissible domestic exercise of Congress’s powers 
even where some of the conduct causing that confusion occurs overseas.10 The other, 
by Justice Jackson, focused instead on the question of use itself. She hypothesized that 
if a person sold a product bearing an allegedly infringing mark outside the United States 
to a buyer who later resold the product inside the United States, the initial seller could 
be considered to have “used” the mark inside the United States by virtue of their buyer’s 
subsequent U.S.-based conduct.11 

At one level, the opinions in Abitron reflect sparring by the Justices of the Supreme 
Court over issues of territorial jurisdiction, choice of law, and comity. But when 
juxtaposed with the renewed focus in Jack Daniel’s not only on the fact and location of 
parties’ use of a trademark, but also the manner of that use, they expose an interesting 
property of use in trademark law that has not been deeply examined in the caselaw or 
the academic literature. That property—crystallized in Justice Jackson’s Abitron 
concurrence—is that use of trademarks can be divided with respect to a single product 
or service. Specifically, one party might perform some aspects of use—use of a mark in 
commerce subject to the jurisdiction of Congress, for example—but not a different 
aspect of use—use “as a mark,” for example—though a different party might perform 
that missing aspect of use with respect to the same mark on the same good or service. 
In such cases of divided use, interesting doctrinal questions arise. One question is 
whether the requirements of use that apply to either the acquisition of trademark rights 
(on the plaintiff side), or the infringement of such rights (on the defendant’s side), have 

 
 7. Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989). 
 8. Jack Daniel’s, 599 U.S. at 159 (emphasis added). 
 9. Abitron Austria GmbH v. Hetronic Int’l, 600 U.S. 412 (2023). 
 10. Id. at 432–46 (Sotomayor, J., concurring in judgment). 
 11. Id. at 429–32 (Jackson, J., concurring). 
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been satisfied. And even if the answer to this question is yes, we face an additional 
question: Who exactly has engaged in the required use? Where use is divided, this 
second question raises issues of secondary responsibility: When is it appropriate to 
ascribe the acts or omissions of one person to another person? And which types of acts 
or omissions are susceptible to such secondary responsibility? 

These questions are most clearly presented in cases such as Abitron (and particularly 
in the hypothetical scenario of Justice Jackson’s concurrence), where use is divided 
across national boundaries. But that is not the only way use may be divided in 
trademark cases. Sometimes one party in this country will use a trademark “in 
commerce,” but not “as a trademark,” while another party in this country will use the 
same trademark on the same goods or services “as a trademark,” but not use it “in 
commerce.” Unlike patent law, which has statutory provisions and mature decisional 
law that specifically address analogous scenarios of divided use,12 trademark law has 
developed judge-made doctrines to deal with these types of scenarios on an ad hoc basis 
without recognizing the structural connection between them—indeed, without 
treating them as implicating the requirement of “use” at all. This Article will explore 
and organize such doctrines as various iterations of the overarching problem of divided 
use. Divided use implicitly involves secondary responsibility, but trademark law (unlike 
patent law) has not historically considered the problem in this context outside of the 
doctrine of contributory infringement liability.13 This Article thus makes two novel 
contributions. First, it shows how various apparently unconnected doctrines can be 
understood as instantiations of the problem of divided use. And second, it integrates 
these various instantiations of divided use with principles of secondary responsibility. 
That juxtaposition reveals a deep theoretical question underlying the various problems 
of divided use involving the role of consumers in trademark law: Are consumer beliefs 
merely evidence of the nature or effects of parties’ behavior, or are consumer behaviors 
attributable to the parties as a matter of legal responsibility? 

This Article proceeds as follows. Part I catalogs the various types of “use” of a 
trademark that are relevant to determining the rights and liabilities of parties with 
interests in the trademark system. Part II demonstrates how some of these forms of use 
have traditionally been subject to secondary responsibility: One party could claim the 
benefit, or be subjected to the burden, of another party’s use of a trademark. Part III 
then describes patterns of divided use in order to determine whether, in such scenarios, 
the rules of secondary liability reviewed in Part II could be used to establish the requisite 
forms of use identified in Part I. 

 
 12. 35 U.S.C. § 271(f); Akamai Techs., Inc. v. Limelight Networks, Inc., 797 F.3d 1020, 1022 (Fed. Cir. 
2015) (“Where more than one actor is involved in practicing the steps [of a patented method], a court must 
determine whether the acts of one are attributable to the other such that a single entity is responsible for the 
infringement. We will hold an entity responsible for others’ performance of method steps in two sets of 
circumstances: (1) where that entity directs or controls others’ performance, and (2) where the actors form a 
joint enterprise.”); see generally Mark A. Lemley, David O’Brien, Ryan M. Kent, Ashok Ramani, & Robert 
Van Nest, Divided Infringement Claims, 33 AIPLA Q.J. 255 (2005). 
 13. See Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 853–54 (1982) (explaining the standard for 
contributory infringement liability in trademark law). 
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already actively used in the United States by another������—foreign uses of a trademark 
can sometimes give the foreign user a right to prevent registration or use of the mark 
by others in the United States. For example, the Fourth Circuit has held that a foreign 
trademark owner’s rendering of services under their mark to American citizens abroad 
constitutes use “in commerce” subject to the jurisdiction of Congress that can give rise 
to trademark rights in the United States.������ 

Even in the absence of such direct evidence of transactions between foreign sellers 
and American buyers, domestic rights may arise out of foreign use of a trademark under 
the “well-known marks doctrine” of international trademark law.������ This doctrine 
allows foreign users of a trademark to prevent others from using or registering that 
trademark in the United States, if their foreign use is sufficiently notorious to persons 
in the United States as to give rise to a reputation among American consumers. The 
exact mechanism for the assertion of this right, and the exact criteria for establishing 
it, vary somewhat from circuit to circuit. But in general, if a mark has a sufficiently 
measurable reputation among American consumers, even if that reputation depends 
entirely on use of the mark overseas, that reputation can give rise to a right to prevent 
others from using the mark in the United States.������ 

On the defendant side, long-settled principles of use in commerce have recently 
been upended by the Supreme Court’s overhaul of its extraterritoriality jurisprudence. 
For decades, Supreme Court precedent had allowed a defendant’s use of a trademark 
outside the United States to satisfy the “use in commerce” element of an infringement 
claim if that use had sufficient effects on consumers within the United States—
particularly if it were likely to confuse consumers in the United States.������ In Abitron 
Austria GmbH v. Hetronic International, Inc., the Supreme Court all but overruled that 
precedent, holding that use of a mark overseas is not actionable as infringement under 
the Lanham Act.������ Abitron is not a constitutional opinion. It does not hold that it is 
beyond Congress’s power to impose liability on extraterritorial uses of trademarks; only 
that the Lanham Act does not purport to exercise such power when construed under a 
presumption against extraterritoriality. Under such a construction, in the view of the 
Abitron majority, the Lanham Act only applies to domestic conduct relevant to its 

 

 105. ������ Person’s Co., Ltd. v. Christman, 900 F.2d 1565, 1568–69 (Fed. Cir. 1990). 
 106. Int’l Bancorp, LLC v. Societe des Bains de Mer et du Cercle des Estrangers a Monaco, 329 F.3d 
359, 364–67 (4th Cir. 2003). 
 107. TRIPS Agreement, ���������� note 14, art. 16 ¶ 2. 
 108. ITC Ltd. v. Punchgini, Inc., 518 F.3d 159, 160–61 (2d Cir. 2008); Grupo Gigante SA De CV v. Dallo 
& Co.�� Inc., 391 F.3d 1088, 1094–98 (9th Cir. 2004). The Fourth Circuit has gone so far as to hold that use in 
commerce subject to the control of Congress is not a requirement of a claim for unfair competition under 
Section 43(a) of the Lanham Act. Belmora LLC v. Bayer Consumer Care AG, 819 F.3d 697, 705–10 (4th Cir. 
2016). 
 109. Steele v. Bulova Watch Co., 344 U.S. 280 (1952) (allowing an injunction against an American 
citizen who manufactured and sold watches under the BULOVA mark in Mexico, advertised the watches in 
both Mexico and the United States, and generated confusion among consumers in Texas). 
 110. Abitron Austria GmbH v. Hetronic Int’l, Inc., 600 U.S. 412, 421–23 (2023). 
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focus—i.e., only to domestic “uses in commerce” that cause confusion in the United 
States.������ 

The majority’s reasoning in Abitron drew disagreement from Justice Sotomayor, 
supported by three other justices. Concurring in the Court’s judgment, she argued that 
the focus of the Lanham Act is on preventing confusion of consumers in the United 
States, and that the Court’s extraterritoriality jurisprudence, properly read, allowed the 
imposition of liability against foreign conduct that sufficiently implicated that 
concern.������ In this disagreement, as in the context of “trademark use,” we see the shadow 
of a deeper theoretical disagreement: not over extraterritoriality, but over the role of 
consumers in trademark law. The majority’s focus on the actions of the defendant mirrors 
the focus in plaintiff-side trademark use doctrine on the use by the trademark claimant. 
It suggests that the key facts to a trademark dispute are to be found in the conduct of 
one of the parties to that dispute; that the effects of that conduct are secondary. Justice 
Sotomayor’s focus on the confusion of domestic consumers suggests a different 
concern: a concern over the consumer experience. It is possible to dismiss this 
difference as a difference between, say, textualism and purposivism in statutory 
interpretation. But it is also possible to see this doctrinal disagreement as a deeper 
theoretical problem particular to trademark law. It is possible to treat this difference—
as I will argue Justice Jackson’s concurrence in Abitron treats it—as a question of 
secondary responsibility. That is, it is possible to see a focus on consumers not only as a 
concern over the effects of the parties’ conduct, but as an inquiry into the scope of 
conduct that the parties themselves may be held legally responsible for. To explore that 
distinction further, it will be necessary to dig a bit deeper into the principles of 
secondary responsibility in trademark law. 

II.�� SECONDARY RESPONSIBILITY 

A.  DEFENDANT-SIDE SECONDARY RESPONSIBILITY 

Secondary liability has long been a doctrinal vehicle to allow for a finding of 
trademark infringement against a party who did not themselves use a trademark, by 
imputing to such party legal responsibility for the use of the trademark by another.������ 
Secondary trademark infringement liability, like secondary liability in other areas of 
intellectual property, follows general principles of tort law. As the Supreme Court 
explained in Inwood Laboratories, Inc. v. Ives Laboratories, Inc.: 

������������������������ �������� �����������������
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 111. �����
 at 423 (“Because Congress has premised liability on a specific action (a particular sort of use in 
commerce), that specific action would be the conduct relevant to any focus [of the statute].”). 
 112. �����
 at 435–44 (Sotomayor, J., concurring in the judgment). 
 113. ������ Dogan & Lemley, ���	������ note 29, at 1679–81 (reviewing the origins of contributory trademark 
infringement liability). 
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 114. Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 855 (1982). Copyright and patent law have 
similar doctrines; copyright’s being judicially created, and patent law’s being statutory. ������ Metro-Goldwyn-
Mayer��Studios Inc. v. Grokster�� Ltd., 545 U.S. 913, 930–36 (2005) (setting forth copyright law’s principles of 
secondary liability); 35 U.S.C. § 271(b)–(c) (2023) (codifying patent law’s rules of secondary liability). 
 115. To be perfectly precise, “vicarious” liability typically involves liability of a principal for the acts of 
their agent, or more generally the liability of one person for the acts of another that they benefited from and 
had the right to control, while the liability of a defendant for facilitating a tortious course of conduct 
completed by a party who is not subject to the defendant’s control is more appropriately described as 
“contributory” liability—though the distinction is not always clear or clearly applied. ������ Perfect 10, Inc. v. 
Amazon.com, Inc., 508 F.3d 1146, 1175 (9th Cir. 2007) (“Although the lines between direct infringement, 
contributory infringement, and vicarious liability are not clearly drawn, in general, contributory liability is 
based on the defendant’s failure to stop its own actions which facilitate third-party infringement, while 
vicarious liability is based on the defendant’s failure to cause a third party to stop its directly infringing 
activities.”) (internal quotation marks and citation omitted); Leonard v. Stemtech Int’l Inc., 834 F.3d 376, 388 
(3d Cir. 2016) (“To establish vicarious infringement, a plaintiff must prove that the defendant had (1) the 
right and ability to supervise or control the infringing activity; and (2) a direct financial interest in such 
activities.”). 
 116. 265 U.S. 526 (1924). 
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exhausted. This means that the article can in most circumstances be re-sold by its owner 
without incurring liability for trademark infringement.������ The doctrine has long been 
justified by arguments regarding the free alienability of personal property, the 
common-law’s antipathy toward servitudes in chattels, and the freedom to convey 
accurate information in the marketplace.������ But it is also possible to understand it 
formalistically as a case of defendant-side secondary responsibility. Under such an 
understanding, the trademark owner may be deemed secondarily responsible for the 
resale of its own goods by the defendant in the secondary market, by virtue of having 
authorized the sale of the goods to the defendant in the primary market. 

The analogy is not exact: A defendant’s generalized knowledge that some of its 
customers �������� commit direct infringement is generally insufficient to support 
contributory liability against that defendant; more specific knowledge of actual 
infringing activity—or willful blindness toward such activity—is required.������ We might 
therefore expect that first-sale doctrine would only excuse liability where the trademark 
owner authorized the sale of an article knowing or having reason to know that the 
�������������������� �������������
���� of that article would eventually resell it. But a difference in the 
background entitlements of the parties may account for this difference in the degree of 
knowledge required to assign secondary responsibility between the two cases. Because 
all property owners have the power to alienate their property, all purchases of branded 
goods should be understood by the seller to entail the power to resell them, and so all 
sales of such branded goods might be understood to imply the seller’s intention to grant 
that power to the purchaser. Such an expectation does not apply in the context of 
contributory infringement, insofar as the background legal framework does �	�
�� entail 
a right to affix someone else’s mark to your products without their consent. So, for 
example, the wholesaler of a generic drug might not ordinarily expect its retail 
purchasers to mislabel the drug with a competitor’s brand name, but the manufacturer 
of a new car might ordinarily expect the purchaser of that car to eventually resell it 
without �������
�����	�� the brand name.������ 

This move—which satisfies the traditional knowledge and intent requirements of 
secondary responsibility doctrines by reference to the intent implied by background 
legal entitlements and principles rather than by reference to any analysis of the 

 

 117. Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 128–29 (1947); Prestonettes, Inc., v. Coty, 264 
U.S. 359, 368–69 (1924). 
 118. ���
����, 264 U.S. at 368 (“The defendant of course by virtue of its ownership had a right to compound 
or change what it bought, to divide either the original or the modified product, and to sell it so 
divided. . . . Then what new rights does the trade-mark confer? It does not confer a right to prohibit the use 
of the word or words. . . . When the mark is used in a way that does not deceive the public we see no such 
sanctity in the word as to prevent its being used to tell the truth. It is not taboo.”); �������������������������� Molly Shaffer 
Van Houweling, ���	���������������������
����������, 96 G���� .��L.J. 885 (2008) (charting the free alienability arguments in favor 
of first-sale doctrines in copyright law and against enforcement of post-sale license restrictions); ��������������, 331 
U.S. 125 at 128–30. 
 119. Tiffany (NJ) Inc. v. eBay Inc., 600 F.3d 93, 108–09 (2d Cir. 2010). 
 120. ��������������, 331 U.S. at 129 (“[W]e would not suppose that one could be enjoined from selling a car 
whose valves had been reground and whose piston rings had been replaced unless he removed the name Ford 
or Chevrolet.”). 
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subjective state of mind of the affected agent—is admittedly a novel one. It potentially 
expands the boundaries of secondary responsibility. And it does so in a way that invites 
accusations of circularity: if we infer constructive knowledge and intent from 
background legal rules, then secondary responsibility is more a function of those 
background rules than it is a function of any analysis of an agent’s legal or moral 
responsibility. This is a cogent objection to the move, and offers a plausible basis for 
rejecting secondary responsibility as a justification for trademark doctrines outside of 
traditional contributory liability. But as I will argue in the next Part, accepting the 
move—even if only for the sake of argument—offers some surprising implications 
regarding various trademark doctrines that have struggled to coherently justify 
themselves. Before examining those implications, plaintiff-side examples of secondary 
responsibility in trademark law bear investigating. 

���� � � � �LAINTIFF����IDE ��ECONDARY �� ESPONSIBILITY��

The foregoing examples of secondary responsibility involve what this Article has 
referred to as defendant-side use. But they suggest an intriguing question: Might there 
be such a thing as secondary responsibility for another’s use on the ���	�����
�������� side? There 
is one area where the answer to this question is clearly yes: Use ������ �������� �������	���� can be 
ascribed to trademark claimants, for good or for ill. Specifically, uses of a term (such as 
a nickname) by members of the consuming public to refer to a trademark owner can 
afford the trademark owner rights in that term even if the owner themselves has never 
used it on their goods or services. Conversely, uses of a trademark by members of the 
consuming public as a generic term can cause the trademark owner to �	��������rights in that 
trademark. In both instances, we are faced with the same theoretical question that 
cropped up at various points in the previous Part: Are these doctrines merely relying 
on consumer �����	�������� as evidence of a party’s �����
��������? Or are they rather ascribing legal 
�
���������
���������	������ for consumer �����
�������� to the parties themselves? 

With respect to the first type of public use, the second view seems more likely. A 
line of cases holds that use of a nickname or abbreviation by the public alone, without 
any evidence of use by the trademark owner, can create trademark rights in the 
nickname.������ These user-generated trademark rights include “Coke” for Coca-Cola, 
“AmEx” for American Express, and “Big Blue” for IBM.������ The Federal Circuit has used 
the language of secondary responsibility in describing the basis for these trademark 
rights: 

[E]ven without use directly by the claimant of the rights, the courts and the [Trademark 
Trials and Appeals] Board generally have recognized that abbreviations and nicknames of 
trademarks or names used only by the public give rise to protectable rights in the owners 

 

 121. For a fuller discussion of this line of cases, see generally Peter M. Brody, �����	���������������	�������������	��������
�����������	���������
�����������������������	���������������	�����������
������, 95 TRADEMARK REP. 1123 (2005). 
 122. Coca-Cola Co. v. Busch, 44 F. Supp. 405, 410, 52 U.S.P.Q. 377 (D. Pa. 1942); Am. Stock Exchange, 
Inc. v. Am. Express Co., 207 U.S.P.Q. 356 (T.T.A.B. 1980); Big Blue Prods., Inc. v. Int’l Business Machines 
Corp., 19 U.S.P.Q.2d 1072 (T.T.A.B. 1991). 
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������������������������
�����������������������	�������������������������������������������������	����������������������������

 Thus it seems that plaintiff-side secondary responsibility is possible: Trademark 
owners can claim the legal benefit of uses of trademarks by the public. 

But turnabout is fair play: trademark owners are also �������
���������	���� �������� acts by the 
public that are ���������
���� the trademark owner’s interests. This possibility arises most 
commonly in the context of “genericide”: the scenario in which the public comes to use 
a trademark as the generic name for the category of product made by the trademark 
owner. Such generic terms, which “refer[], or ha[ve] come to be understood as 
referring, to the genus of which the particular product is a species,” are ineligible for 
trademark protection as a matter of law.������ Examples of former trademarks that have 
become generic include “Aspirin,” “Cellophane,” and “Murphy Bed.”������ In such cases, the 
loss of trademark rights is framed as an abandonment, which occurs “[w]hen any course 
of conduct of the owner, including acts of omission as well as commission, causes the 
mark to become the generic name for the goods or services on or in connection with 
which it is used or otherwise to lose its significance as a mark.”������ Here again, we see 
the question raised as to whether we are to understand consumer beliefs as �����������
���� of 
a party’s conduct, or rather whether the party is being held legally �
���������
�������	�� for the 
conduct of consumers. 

The Lanham Act’s above-quoted definition of abandonment, on which genericide 
doctrine depends, refers to “acts of omission . . . [or] [of] commission, [that] cause[] 
the mark to become . . . generic.” This language, as applied in the genericide context, 
seems susceptible to two interpretations. In one view—turning on acts of 
commission—genericide is a result of overzealous and incautious advertising by the 
trademark owner: “[A] suggestive or fanciful term [may] become generic as a result of 
a manufacturer’s own advertising efforts.”������ In this view, consumer use is merely 
�����������
���� of incautious advertising by the trademark owner, which implicitly must have 
used the trademark in a generic sense. But another view—one which turns on acts of 
omission—seems to blame the trademark owner for the fact that consumers believe 
their former trademark is a generic term, as if the trademark owners had the authority 
to prevent such uses but failed to exercise that authority. The most common argument 
in this vein is that adequate policing and enforcement by trademark owners could 

 

 123. Nat’l Cable Television Ass’n, Inc. v. Am. Cinema Eds., Inc., 937 F.2d 1572, 1577–78 (Fed. Cir. 1991). 
 124. Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4 (2d Cir. 1976). See also id. at 9 (“[N]o 
matter how much money and effort the user of a generic term has poured into promoting the sale of its 
merchandise and what success it has achieved in securing public identification, it cannot deprive competing 
manufacturers of the product of the right to call an article by its name.”). 
 125. Bayer Co. v. United Drug Co., 272 F. 505 (S.D.N.Y. 1921); DuPont Cellophane Co. v. Waxed 
Prods. Co., 85 F.2d 75 (1936); Murphy Door Bed Co., Inc. v. Interior Sleep Sys., Inc., 874 F.2d 95 (2d Cir. 
1989). 
 126. Lanham Act § 45, 15 U.S.C. § 1127 (2023). 
 127. Abercrombie & Fitch, 537 F.2d at 10. 
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prevent such generic consumer uses of the mark from being made.������ But even where 
such enforcement has been undertaken, a trademark owner may still suffer 
genericide—a particular danger with unique, market-leading, category-defining 
products. As the Second Circuit said in holding “Murphy Bed” to be a generic term: 
“[W]hen, as here, the mark has ‘entered the public domain beyond recall,’ �
�	���������������������	����
���	�����	���������
�������� to a resolution of whether a mark is generic.”������ Insofar as it is not clear 
how any enforcement activity—any act at all—by the Murphy Door Bed Company 
might have compelled the public to refrain from using its trademark as a generic term, 
genericide doctrine seems once again to suggest that consumer behavior, rather than 
being ���������������� of some failure on the part of the trademark owner, is instead being 
attributed to trademark holders as a matter of secondary responsibility, and that this 
responsibility cannot be effectively disclaimed by the mark owner itself. That is to say: 
If consumers are using a term in a generic sense, the law will interpret uses of that term 
by a trademark claimant as subject to the meaning implicit in the public’s use: it will 
treat the trademark claimant as if the public’s use of the term is incorporated into the 
claimant’s own use. 

These examples of plaintiff-side secondary responsibility may not be precise mirror-
images of the examples of defendant-side secondary responsibility reviewed above. In 
particular, as with first-sale doctrine, they make no reference to the intent and 
knowledge elements that are central to secondary liability in trademark law. This does 
not mean that such knowledge and intent are irrelevant to plaintiff-side secondary 
responsibility; it may just be that in these examples they are uncontroversially present. 
It is difficult, for example, to imagine that a trademark owner could claim the benefit 
of public use of a nickname for their brand without being aware of that use or without 
intending to adopt it for the mark owner’s benefit. Similarly, to the extent that 
genericide depends on the mark owner’s secondary responsibility for tolerating or even 
encouraging members of the public using its mark in a generic sense, the very idea of 
toleration or encouragement presupposes knowledge of such public use and implies the 
intent that it continue. So even though these plaintiff-side doctrines do not explicitly 
incorporate the knowledge and intent aspects of secondary responsibility, they likely 
do so implicitly. 

 

 128. 2 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS & UNFAIR COMPETITION § 12:29 (5th ed. 
2023) [hereinafter, 2 MCCARTHY]. 
 129. ���������	���� ���
�
���� �������� ���
��, 874 F.2d at 101 (emphasis added) (quoting King-Seeley Thermos Co. v. 
Aladdin Indus., Inc., 321 F.2d 577 (2d Cir. 1963) (holding “Thermos” to have become generic)). Professor 
McCarthy suggests that this language in ���������	����merely refers to policing efforts made ���������� a mark has 
already become generic. 2 MCCARTHY, �
�������� note 128, at § 12:29 & n.9. But the district court opinion in the 
case suggests that competitors did not use the name “Murphy” on their competing products until shortly 
before the case arose, and that Murphy took enforcement action against the only competitor who did so. 
���������	�������
�
���������������
., 687 F. Supp. at 761. 
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C.  SECONDARY RESPONSIBILITY AND FLAVORS OF USE 

Similarly, the examples reviewed above of secondary responsibility for the use of 
trademarks by others—on both the plaintiff’s and defendant’s side—do not explicitly 
distinguish among the various meanings of “use” catalogued in Section I.B of this 
Article. But again, this may not mean that such distinctions are irrelevant; it may simply 
reflect the fact that such distinctions are not generally implicated in the various 
examples. When a generic drug manufacturer induces a pharmacist to mislabel their 
drug with a competitor’s brand name, there is not much question that the pharmacist’s 
actions constitute a “commercial” use “on or in connection with” that product, and that 
it has been used in commerce subject to the territorial jurisdiction and constitutional 
authority of Congress; for good measure we could also point out that the pharmacist 
has affixed the mark to the product and that this constitutes a “trademark use” intended 
to (falsely) indicate the source of the product. When a consumer orders a “Coke,” there 
is no question that they are making a “trademark use” of the term to identify the source 
of a product that they wish to purchase, that they are not doing so “merely to reserve 
rights in a mark,” and that those goods to which the mark is being applied are being 
sold or offered for sale in commerce subject to the control of Congress. But we could 
imagine scenarios where one or another of these forms of use were not present in the 
conduct for which a trademark plaintiff or defendant was being held secondarily 
responsible. In such circumstances, we might ask whether the plaintiff’s or defendant’s 
direct conduct might supply those aspects of use absent from the secondary conduct 
being attributed to them as a matter of legal responsibility. As I will argue in the next 
part, it is possible to understand a number of trademark doctrines as examples of such 
a combination of primary and secondary responsibility, though they are not explicitly 
conceived of in this way. These doctrines raise the possibility of a new overarching 
category of trademark use: divided use. 

III. ��DIVIDED USE SCENARIOS 

Based on the discussion in Section I.B, we can identify various aspects of “use” that 
are relevant to determining trademark rights and infringement liability. On the 
plaintiff side, a plaintiff seeking to establish trademark rights will have to establish: (1) 
bona fide use; (2) affixation and entry into commerce; (3) trademark use; and (4) use in 
commerce subject to the control of Congress. On the defendant side, in order to 
establish liability for trademark infringement, a plaintiff will have to show that the 
defendant: (1) made a commercial use of the mark; (2) in commerce subject to the 
jurisdiction of Congress; and (3) within the territorial jurisdiction of the United States, 
all in a manner that creates a likelihood of confusion. Liability apparently does not 
require a showing that the defendant engaged in bona fide use or trademark use (unless 
the majority’s reference to “use in commerce” in Abitron overruled many years’ worth 
of lower court precedent without saying it was doing so), though a showing of non-
trademark use may qualify the defendant for a statutory defense to liability, and may 
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afford the defendant a more permissive standard for likelihood of confusion (as implied 
by Jack Daniel’s). 

The primary concern of this Part is the possibility that these various aspects of use 
may be divided between primary and secondary actors. In such situations, one party may 
engage in some aspects of use necessary to a claim, but not others. Rather than defeating 
the claim, however, this division of the various aspects of use may instead simply 
require the claimant to identify use by other parties—or even by members of the 
public—that could plausibly be ascribed as a matter of legal responsibility to the party 
whose use is in some way incomplete. In such scenarios, we might expect courts to 
allow the claim, substituting secondary responsibility for actual use. Where the 
secondary use is a use by the public, as we have seen, it can be especially difficult to 
distinguish between a doctrine that ascribes the public’s use to a party as a matter of 
secondary responsibility, and one that merely treats the public’s behavior as evidence of 
that party’s own conduct or intentions. This is a serious theoretical challenge to 
trademark law, particularly if one views the knowledge and intent elements of 
secondary liability on the defendant side as applicable to secondary responsibility on 
the plaintiff side. A review of various scenarios that have traditionally not been 
conceived of in terms of divided use can help illustrate the theoretical challenge those 
scenarios pose. What this review reveals is that a number of trademark doctrines—
including some that have been the subject of theoretical criticism—are surprisingly 
easy to recast in terms of divided use. Whether recasting them in this way rehabilitates 
them against the criticism they have suffered may in turn depend on whether the 
secondary actor’s knowledge and intent is an element of each doctrine, and what type 
of showing will be necessary to satisfy that element if indeed it applies. This Section 
explores these questions through three examples of divided use: cross-border uses (in 
which one party engages in some aspect of use outside the United States and another 
engages in some other aspect of use inside the United States, as in Justice Jackson’s 
Abitron concurrence); post-sale confusion liability (in which a non-confused purchaser 
buys a knockoff product and consumes it in the view of a confused audience); and 
expressive uses (in which a trademark is used in a way that might be intended to express 
a non-trademark message but might be perceived as a trademark, or vice versa). 

A.�� C�������� -B������������ D��������������U���� 

We can begin with a scenario proposed by Justice Jackson in her Abitron 
concurrence. The scenario is worth quoting at length: 

Imagine that a German company begins making and selling handbags in Germany marked 
“Coache” (the owner’s family name). Next, imagine that American students buy the bags 
while on spring break overseas, and upon their return home employ those bags to carry 
personal items. Imagine finally that a representative of Coach (the United States company) 
sees the students with the bags and persuades Coach to sue the German company for 
Lanham Act infringement, fearing that the “Coache” mark will cause consumer confusion. 
Absent additional facts, such a claim seeks an impermissibly extraterritorial application of 
the Act. The mark affixed to the students’ bags is not being “use[d] in commerce” 



































C������ ,���� �	�
�����������
�� �����������������������
�� �� �����
�������������������
����,��48��C�����
�� .��J.L.��&��A���	����184��(2024) 

�)�'�)�*�3�,  �� OPYRIGHT ��NFRINGEMENT �	 EST �1��E�2VISITED�, �)�(�+�,

�,
������������� ���,���������,���
�������������������-159�,���������,�
���!��� ���,� ������� �,� �����,� �#���0�����������,� ����� �,�����,���,�����"�����.�,�������������,
����� � �����,����������� �,� ���,�!����������� �������,� �����,���!���
� �������,�����,�����
���,�����������.�,�#���������,��� ���������,�
���������������,�����
���,�����������,
�����, ���!�����������������, � �����, ���������, ���!���
� �������, �����, ��� ���, �
�������������������������, �����������, �����, � �����, �
�-���-�,� ����� �-160�,�������"�������,
����� ���, � �����, �
���������, �#���������, ���������������, �
���!��� ���, �����"���, ���������������, � �����, � �#���0�����������, � ����� �.�, �#���, �
�����, �����������%�,
��������� �����%�,� �����,��������������� �,�����������
�!��� �%�,�����,�����!��� �������,� �����,���!���
� �������,�����,���
�
�������,�#��� ���,���
� �!�����,�
�����%�������,
�������,� ����� �,�����,���!����� ����� �������,����������������� �%�,�#��� ���,�����������������,������������������� �������-�,

�	�����,�����#�,���
�������������,�#�����,�����!��� ���,� �����,� �#���,�������������,�����,� �����,���������������,� ����� �,�#��� ���,� �����,�
�-���-�,� ����� �,
�
���������������,���
�
�������,� ���,�����,� �����,�#�����������,�"�������������,�����,� �����,���
� �!�����,�
�����%�������,�����������,�����
���!�����,�������"�������,
���
�
�������, �
�����, �������#�
�������, � �����, ���������������������, � ����� �, ����������������� ���, �
�����������, � �����, �
�����%��������� �����, �#���������-161�,
�����#���"�����.�,���!�
���,���,��������������� �������,�����,��������������� ���%�,���������
� ���"���,�����
���!�����,���
�
�������,�����,�������%�,�������,�������
���,�����,
�
�����
�!����� ����� �������,���"���������
���,���������,�#�����
���,� ���,�����������,���
� �!�����,�
�����%�������-162�,���������,� �����,�������������
� ���"���,�����,
���"���������
���, �����#�.�, ��� �, �#���!�����, �����, �!�����������������������, � ���, �����%�, � ����� �, ���
�
�������, �����������, �
�����, �������"���, ���
� �!�����,
�
�����%�������.�, ���!�����������������, ���, ���������������, ���!���
� �������, � ���, � �����, ���
� �!�����, �
�����%�������, �����������, �����, � �����, �
�-���-�, � ����� �-163�,
�����������������������, � �����, �������������
�����, �������!��� ���.�, � �����, �!���������0���
���!� �������&�����, �����!��� �������, �����, � �����, ���!���
� �������, �����,
���
�
�������,�#��� ���,���
� �!�����,�
�����%�������,�����,���"�����,���������,�!�����!��� �����������-�,�	�����,������� �,�������!�������,� �%�������,�����,���"���������
���,
���
�
����� �����,���%�,���������������,�
���!��� ���,� ���,����� �������%�,� �����,���
�
�������,�����������.�,��� �,������� �,�������,�������%�,� ���,���,�"�����%�,��������� �����,
���$� ����� �.�, ���������
��� ���, � �����, ����������������� ���5�,�������������������	�
����� ���
� �, �#��� ���, � �����, �
�����%��������� �����, �#���������-164�,�����,
�����������%�,�������"�����������,� ���������,� �%�������,�����,���"���������
���,�����,���
�
�������.�,�#�����
���,�
�����,���!��� ���,�������!���������%�,����� �������%�,� �����,
���������������, ���
�
�������, �����������.�, ���!�������
�����, � ���, �������"���, ���
� �!�����, �
�����%�������, �������, � ���, ���"�����
�������, � �����,
��������������������� �, �����"��������������� �, ���������������.�, � �������, � �����, ���
� �!�����, �
�����%�������, �����������, �����
���������,
���!������������� �������%�,�������!��������� �-�,�	����� �,�����,���������������%�,�#���%�,� ���������,���
�������������,� ������� �,���
�
�������,�����,���,�#�����������,
�"�������������,�����,���
� �!�����,�
�����%�������,�#���������,� ���
��� ���%�,�������������������,� �����,���������������,�����,����������������� �������,����� �#�������,
� �#���,�#���������,� ���,�����������%�,� �����,��� �������#�������,���������������,���������������
���-165�,�,

�������%�,���������������,�
���!��� ���,�#���!�����,����� �,���!��� �,�������%�,�����,� �����,� �%�����
�����,� �%�������,�����,���
�
�������,���"���������
���,� ���,
�����������, ���
� �!�����, �
�����%�������, �������, ���!�����, ���!� �, � �����, ������������������� �%�, �����, ��������������������� �, �����"��������������� �/�, � �����%�,
�!�����"�������������%�,�����"���,� ���,� �������,����� ���,���
�
���!��� �,� �����,����������������� �������,����� �#�������,� �����,� �#���,�#���������,� ���,���������,
���,���������,���������������������,���������������
���-166�,�	�����,� �%�����
�����,���������,�����,�������������������,�������,� ���������,�
���!��� ���,�����,�!���������,
�,

 159. For the very few scholarly works that briefly mention the functions, see, e.g., Zhang & Zhang, 
���������� note 4, at 42–43; Ding, ���������� note 21, at 25–26. 
�	 160.�	 ���������	���
���
, Zhang & Zhang, ���������� note 4, at 42–43; Ding, ���������� note 21, at 25–26. 
 161. Liu, ���������� note 16, at 73. 
�	 162.�	 �������	���������� notes 36–38 and accompanying text. 
�	 163.�	 �������	Balganesh & Menell, ���������� note 9, at 314–19 (detailing the evidential functions of access and 
probative similarity). 
�	 164.�	 �������	���������� Part II. 
�	 165.�	 ���������	���
���
, Liu, ���������� note 16, at 73. 
�	 166.�	 ���������	���
���
, Chen Yang Yu Fuxiaofan Deng Yishen Minshi Panjueshu (�" �� �� �� �� �� ������ ����
���
�� ) [Chen Yang v. Fu Xiaofan], ����� ������ ��  [China Judgements Online] (Beijing Haidian Dist. 
People’s Ct., Dec. 11, 2017) (China); Zhongshan Shi Anyi Yuan Fushi Youxian Gongsi, Zhushi Huishe 
Yiwusuoyou Deng Qinhai Zuopin Fuzhi Quan Jiufen MInshi Shenqing Zaishen Shencha Minshi Caiding 
Shu (�� �� �� ������ �� �� ���#�	�
�� ���	���������
 �� �� �� �� ���� �� ������������ �����������
 ��
��� ���� ) [Retrial of Zhongshan Anyiyuan Clothing Co.], SUP. PEOPLE’S CT. GAZ. (Supreme People’s Ct., 
June 29, 2021) (China); Meiguo Mou Keji Youxian Gongsi Su Wuhan Mou Keji Youxian Gongsi Qinhai 
Jisuanji Ruanjian Zhuzuoquan Jiufen An (�� ������ �� ���#�	�
�! �� ������ �� ���#�	�
�� ������ �� ��
�������������� ) [US Co. v. Wuhan Co.], SUP. PEOPLE’S CT. GAZ. (Supreme People’s Ct., Feb. 25, 2021) 
(China); Beijing Mou Keji Youxian Gongsi Su Shenzhen Shi Mou Keji Youxian Gongsi, Mou Jishu 
(Shenzhen) Youxian Gongsi, Shenzhen Shi Mou Jishu Youxian Gongsi Deng Zhuzuoquan Quan Shu, 



C������ ,���� �	�
�����������
�� �����������������������
�� �� �����
�������������������
����,��48��C�����
�� .��J.L.��&��A���	����184��(2024) 

218 COLUMBIA JOURNAL OF LAW & THE ARTS [48:2 

 
the similarities between two works plus the defendants’ probable contact with the 
copyrighted works (access evidence) to rule out the coincidence of independent 
creation.������ This may be why we see, in our empirical results, that a majority of court 
decisions in China only start analyzing the possibility of independent creation after 
comparing two works to judge the substantial similarity.������ They need to rely on the 
evidence of similarities to facilitate the inference. Even for these decisions identified by 
our empirical results where the possibility of independent creation is analyzed within 
the access prong,������ they are not using the evidence of access to prove actual copying 
and thus rule out the independent creation possibility. Instead, they are simply 
mentioning the failure of the defendants to offer evidence of independent creation such 
that the probable access to the copyrighted works still exists based on the access 
evidence offered by the plaintiffs.������  
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Jianhui], ����� ������ �$  [China Judgements Online] (Shenyang Intermediate People’s Ct. of Liaoning 
Province, June 20, 2020) (China); Shenzhen Shi Zhongshi Zongheng Sheji Youxian Gongsi Yu Chongqing 
Baoli Gao’erfu Qiu Hui Youxian Gongsi Zhuzuoquan Quan Shu, Qinquan Jiufen Yishen Minshi Panjueshu (
�������� ���"���'�& ���"�
�����! ���
���-���
���	 ���"�
���������� �� ���������� ���� ������
���� ) [Shenzhen Zhongshi Zongheng Design Co., Ltd. v. Chongqing Poly Golf Club Co., Ltd.]. ����� ��
���� �$  [China Judgements Online] (Shenzhen Futian Dist. People’s Ct., Guangdong Province, Nov. 11, 2016) 
(China); Xiang Wei Ren Yu Shenzhen Shi Guo Dashi Yishu Pin Touzi Youxian Gongsi, Zhangrucai 
Zhuzuoquan Quan Shu, Qinquan Jiufen Yishen Minshi Panjueshu (�,�#�� ������������ ���%�� �� ���)
���"�
���� �����( �������� �� ���������� ���� ���������� ) [Xiang Weiren v. Shenzhen Guodashi Art 
Inv. Co., Ltd.], � � � � �  � � � � � � �$  [China Judgements Online] (Shenzhen Futian Dist. People’s Ct., 
Guangdong Province, Dec. 27, 2018) (China). 
�	 171.�	 �������	���������� notes 47–57 and accompanying text. 
�	 172.�	 ���������	���
���
, Beijing Shan Liang Shishang Xinxi Jishu Youxian Gongsi, Bu Luan Mai Dianzi Shangwu 
(Beijing) Youxian Gongsi Qinhai Jisuanji Ruanjian Zhuzuoquan Jiufen Ershen Minshi Panjueshu (�
 �� ��
���� ���������� ���"�
���� �� ���� � �� �� �� �� �
 ���� ���"�
���� ���&�! �� �* ������������ ���� ��
�������� ) [Beijing Shining Fashion Info. Tech. Co., Ltd. v. Buluanmai E-commerce (Beijing) Co., Ltd.], 
SUP. PEOPLE’S CT. GAZ. (Supreme People’s Ct., Dec. 23, 2019) (China); Guangzhou Shi Ming Jing Wutai 
Dengguang Shebei Youxian Gongsi, Guangzhou Shi Yu Zhan Dianzi Youxian Gongsi Qinhai Jisuanji 
Ruanjian Zhuzuoquan Jiufen Minshi Yishen Minshi Panjueshu (������ ���+ �
���� �	 �' �� ���"�
������
���� �	 ��� �� ���"�
���� ���&�! �� �* ���������������� ���� ���������� ) [Guangzhou Mingjing 
Stage Lighting Equip. Co., Ltd. v. Guangzhou Yuzhan Elecs. Co., Ltd.], ����� ������ �$  [China Judgements 
Online] (Guagnzhou Intell. Prop. Ct., Dec. 24, 2018) (China); Beijing Zhong Ke Heng Chao Keji Youxian 
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Arnstein test.������ Furthermore, the common approach to Arnstein is allowing the 
dissection of the works to determine actual copying while not allowing any dissection 
in the improper appropriation prong.������ As demonstrated in our empirical results, 
analytical dissection is one of the common methods Chinese courts use in their 
substantial similarity analysis,������ making it more akin to prong one of the Arnstein test.  

Meanwhile, some courts appeared to treat substantial similarity as probative 
similarity, though perhaps due to their confusions between the two, they adopted some 
arrangements touching the core of the inverse ratio rule. U.S. courts use a sliding scale 
approach to prove actual copying, allowing greater evidence on similarities to remedy 
less evidence on access, and vice versa.������ Likewise, several Chinese courts utilized the 
essence of the inverse ratio rule. For example, some relied on the striking similarities 
between the two works to rule out the possibility of independent creation and find 
infringement.������ Others used unconventional similarities between the two works to 

 

Zeren Gongsi Yu Beijing Pei Te Lai Dianqi Youxian Gongsi Deng Qinhai Jisuanji Ruanjian Zhuzuoquan 
Jiufen Yishen Minshi Panjueshue (�� �� ���% �� �� �%�� ���0�- �� �
������ �� �� �! �� �" �����0�
�� �( ��
���-�) �� �0 �
�)��� � ' �( ���� �"�	������ ) [Beijing Zhongke Hengchao Tech. Co., Ltd. v. Beijing 
Peitelai Elec. Co., Ltd.], �����*������ �+  [China Judgements Online] (Beijing Intell. Prop. Ct., Aug. 30, 
2018) (China); Chongqing Suo Ding Keji Youxian Gongsi Yu Lüxiaobo Zhuzuoquan Qinquan Jiufen Shangsu 
An (�. �� �� �6 �%�� ���0�
���� ���
�� �)��� ��� �'�(���,�! ) [Chongqing Suoding Tech. Co., Ltd. v. 
Lv Xiaobo], �����*������ �+  [China Judgements Online] (Chongqing First Intermediate People’s Ct., Nov. 
30, 2015) (China); Chen Zhe Yu Yu Zheng, Hunan Jing Shi Wenhua Chuanbo Youxian Gongsi, DOngyang 
Huan Yu Yingshi Wenhua Youxian Gongsi, Wanda Yingshi Chuanmei Youxian Gongsi, Dongyang Xing 
Rui Yingshi Wenhua Chuanmei Youxian GOngsi Qinhai Zhuzuoquan Jiufen Yishen Minshi Panjueshu (�/
�� �� ���� �� � �	 �� �+���� ���� ���0�
������ �3 �� �
�� �+�������0�
������ �� �� �+ ���� ���0�
����
�� �3�� �� �� �+���� ���� ���0�
���� �� �)��� �'�( ���� �"�	������ ) [Chen Zhe v. Yu Zheng], �����*
������ �+  [China Judgements Online] (Beijing No. 3 Intermediate People’s Ct., Dec. 25, 2014) (China); 
Shenzhen Shi Jianzhu Sheji Yanjiu Zong Yuan Youxian Gongsi, Jingmen Zhong Chen Zhiye Fazhan Youxian 
Gongsi Jianshe Gongcheng Hetong Jiufen Ershen Minshi Panjueshu (�$������ �� �.�-�$�' �� �1���0�
��
�� �� �2 �� � � � � �� � 
 � � � � � 0 � 
 � � � � � . � � �& � � � � � ' � ( � � � � � " � 	 � � � � � � ) [Shenzhen Gen. Inst. of 
Architectural Design & Rsch. Co., Ltd. v. Jingmen Zhongchen Real Est. Dev. Co., Ltd.], �����*������ �+  
[China Judgements Online] (Hubei Provincial High People’s Ct., Aug. 10, 2017) (China). 
 173. Latman, �	�
��������note 13, at 1205; �	�����������	�� Balganesh & Menell, �	�
������ note 9, at 334. 
�� 174.�� ������ Lemley, �	�
������ note 10, at 726. 
�� 175.�� ���������	�
��������Part II. 
�� 176.�� ���������	�
������ notes 53–57 and accompanying text. 
�� 177.�� �������
�� ��������, Fuzhu Gongye Zhushi Huishe Yu Shantou Shi San Ma Sujiao Zhipin Youxian Gongsi 
Deng Qinhai Zuopin Fuzhi Quan Jiufen Minshi Yishen Anjian Minshi Panjueshu (�&�� �� �� �������% ��
���
 �� �����	�� �������0�
�� �( �� �� ���� �� ��� �'�(�"�	 ���� �!�
�"�	������ ) [Fuzhu Indus. Co., 
Ltd. v. Shantou Sanma Plastic Prods. Co., Ltd.], �����*������ �+  [China Judgements Online] (Shanghai 
Xuhui Dist. People’s Ct., Oct. 29, 2020) (China); Cengzhaoyu, Quanzhou Yi Xiao Feng Maoyi Youxian 
Gongsi Zhuzuoquan Quan Shu, Qinquan Jiufen Ershen Minshi Panjueshu (�����, ���#�� �1 �� �5�/ ����
�0�
���)��� � �� ����� �'�( ���� �"�	������ ) [Zeng Zhaoyu v. Quanzhou Yixiaofeng Trading Co., 
Ltd.], �����*������ �+  [China Judgements Online] (Fujian High People’s Ct., Aug. 31, 2020) (China); 
Hangzhou Bi Ling Wangluo Keji Youxian Gongsi Yu Hangzhou Fanshen Wangluo Keji Youxian Gongsi, 
Hangzhou Li Xing Baihuo Jituan Youxian Gongsi Zhuzuoquan Quan Shu, Qinquan Jiufen Yishen Minshi 
Panjueshu (�� �� ���� �+�* �%�� ���0�
���� �� �� ���� �+�* �%�� ���0�
���� �� �� �����# �� �4�� ���0�

���)��� � �� ����� �'�( ���� �"�	������ ) [Hangzhou Biling Network Tech. Co., Ltd. v. Hangzhou 
Fanshen Network Tech. Co., Ltd.], � � � � �*�� � � � � �+  [China Judgements Online] (Hangzhou Railway 
Transp. Ct., Sept. 24, 2020) (China); Xie Ying Yu Hangzhou Maike Si Mei Maoyi Youxian Gongsi, Hangzhou 
Maike Si Mei Maoyi Youxian Gongsi Shanghai Zhangning Qu Fen Gongsi Deng Qinhai Zuopin Fuzhi Quan 
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Jiufen Yishen Minshi Panjueshu (���� �� �� �� �������� �, �����1�
���� �� �� �������� �, �����1�
����
�$ �/ �� �� ���
�� �%�	 �
 ���� �	 ���!�*�+ ���� �"���
���� ) [Xie Ying v. Hangzhou Maxme Trading Co., 
Ltd.], �����/�
���� �'  [China Judgements Online] (Shanghai Xuhui Dist. People’s Ct., Mar. 5, 2021) 
(China). 
�� 178.�� ���
�
� �� �
������, Cengzhaoyu, Quanzhou Yi Xiao Feng Maoyi Youxian Gongsi Zhuzuoquan Quan Shu, 
Qinquan Jiufen Ershen Minshi Panjueshu (�����) ���#�� �- �� �1�, �����1�
���,���!�! �� ���	�!�*�+
���� �"���
���� ) [Zeng Zhaoyu v. Quanzhou Yixiaofeng Trading Co., Ltd.], �����/�
���� �'  [China 
Judgements Online] (Fujian High People’s Ct., Aug. 31, 2020) (China); Zhongshan Shi Anyi Yuan Fushi 
Youxian Gongsi, Zhushi Huishe Yiwusuoyou Qinhai Zuopin Fuzhi Quan Jiufen, Qinhai Zuopin Faxing 
Quan Jiufen, Qinhai Zuopin Xinxi Wangluo Chuanbo Quan Jiufen Ershen Minshi (�� �� �� ���-�! � �2 ��
�1�
���� �������#������ ���	 �
 ���� �	 ���!�*�+���	 �
 ���� �� �.�!�*�+���	 �
 ���� �����'�&����
�!�*�+ ���� �"���
���� ) [Zhongshan Anyiyuan Clothing Co., Ltd. v. Yiwuyou Co., Ltd.], �����/�
����
�'  [China Judgements Online] (Liaoning Provincial High People’s Ct., Apr. 9, 2020) (China); Shenzhen Shi 
Xing Liao Da Jinshu Youxian Gongsi Yu Zhuhai Shi Yuan Fang Xi Gongyi Jishu Yanfa Youxian Gongsi 
Qinhai Zuopin Fuzhi Quan Jiufen Ershen Minshi Panjueshu (�%���� ������ �.�� �������1�
���� �� �$��
�� �� �� ���(�����"�� ���1�
���	 �
 ���� �	 ���!�*�+ ���� �"���
���� ) [Shenzhen Xingliaoda Metal 
Prods. Co., Ltd. v. Zhuhai Yuanfang Tin Tech. Rsch. & Dev. Co., Ltd.], �����/�
���� �'  [China Judgements 
Online] (Zhuhai Intermediate People’s Ct. of Guangdong Province, Sept. 14, 2015) (China); ������; Shenzhen Shi 
Jianzhu Sheji Yanjiu Zong Yuan Youxian Gongsi Yu Jingmen Zhong Chen Zhiye Fazhan Youxian Gongsi, 
Hubei Sheng Jian Ke Jianzhu Sheji Yuan Jianshe Gongcheng Hetong Jiufen Yishen MInshi Panjueshu (�%��
���� �
 �+�*�"�$ �� �2���1�
���� �� �0 �� ���� �� ���� ���1�
���� � �� �� ���(�� �
 �+�* �2�� �+�� �) ��
�� �*�+ ���� �"���
���� ) [Shenzhen Architectural Design & Rsch. Inst. Co., Ltd. v. Jingmen Zhongchen 
Real Est. Dev. Co., Ltd.], �����/�
���� �'  [China Judgements Online] (Wuhan Intermediate People’s Ct., 
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substantial similarity in prong one to eliminate confusion,188 several U.S. courts have 
conflated two types of similarities and lumped them together.189 It can be argued by 
those who consider that there is a legal transplantation that, when transplanting the 
U.S. test, Chinese courts were equally confused by the dual determinations of similarity 
in the two prongs, similar to these U.S. courts, or subtly influenced by the U.S. courts’ 
erroneous interpretations. As a result, Chinese courts may have conflated the two types 
of similarity into one overarching substantial similarity. The inaccuracies in the 
potential legal transplantation may be further evidenced by the flawed application of 
the inverse ratio rule by some Chinese courts.190 These courts recognize a sliding scale 
between substantial similarity and access, mirroring the error made by some U.S. courts 
due to their conflation of the two types of similarity.191 Following this line of reasoning, 
it seems that there should be further legal transplantations to “correct” the inaccuracies 
of the current Chinese test to better align it with the U.S. test. 

However, this Article rejects this reasoning and proposes that there should be no 
further transplantation from the U.S. test, if there was one before, as the divergent 
Chinese test better suits the Chinese judicial system and offers more substantive 
benefits. First, as discussed earlier, there are unique procedural reasons behind why the 
Arnstein court divided the copyright infringement test into two prongs.192 The Arnstein 
court adopted the bifurcated test by deliberately dividing the question of copying into 
actual (prong one) and improper (prong two) for the unique jury-judge division system 
as well as the availability of summary judgment in the United States.193 The court 
wanted the whole question of copying to be resolved by a group of laypersons through 
a jury rather than trial court judges through the summary judgment proceeding.194 
Because the trial court in Arnstein only addressed whether the defendant had actually 
copied the work, leaving another copying question of whether the copying amounted 
to an infringing act untouched, Judge Frank was concerned that if he did not address 
improper copying as part of the overall copying question, the trial court would 
continue to rely on summary judgment rather than defer to a jury on the issue of 
improper copying after the case was remanded on the issue of actual copying.195 That 
is why Judge Frank, despite very weak precedents adopting the same bifurcated test, 
insisted that the copying question should be separated into two and emphasized the 
importance of having juries decide the impropriety of copying.196 Yet, the similarity 

 
 188. See Latman, supra note 13, at 1204; Asay, supra note 9, at 45; Lemley, supra note 10, at 722. 
 189. See, e.g., Steinberg v. Columbia Pictures Indus., 663 F. Supp. 706 (S.D.N.Y. 1987); Ideal Toy Corp. 
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 193. See Balganesh, supra note 9, at 850. 
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